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THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
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Status of Claims 

1 . Claims 1-17 have been examined. 

Claim Objections 

2. Claims 10, 12, 13, and 17 are objected to under 37 CFR 1.75(c), as being 
of improper dependent form for failing to further limit the subject matter of a 
previous claim. Applicant is required to cancel the claim(s), or amend the 
claim(s) to place the claim(s) in proper dependent form, or rewrite the claim(s) in 
independent form. 

Claims 10, 12, 13, and 17 are dedicated to media. However, claim 1 from 
which claims 10, 12, 13, and 17 depends is dedicated to a system. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or nnore claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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4. Claims 1, 7-13, and 15-17 are rejected under 35 U.S.C. 112, second 

paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

A. Claim 1 recites the limitation "the media" in line 5. Claim 1 recites 
"prescribed media" in line 6. Claim 9 recites the limitation "the user- 
specific information" in line 6). Claim 15 recites the limitation "said media 
units" in line 3. There is insufficient antecedent basis for this limitation in 
the claims. 

Claims 7-13 and 15-17 are also rejected because they depend from 
claim 1. 
B. 

I. Claims 1-6 recite the use of media, prescribed media, and ID 
numbers (e.g. an, specific). Claim 1 , for example, recites "the 
media" (line 5) and "prescribed media" (line 6). More specifically, 
claim 2 recites "an ID number" in line 5 and again in line 13. 
However, it is not clear to one of ordinary skill that after this second 
recitation, when a "the ID number" is referenced in the rest of the 
claim or in dependent claims which ID number is being referred to. 
In general, claims 1-6 are not clear as they are inconsistent in their 
reference to ID numbers and media such that one of ordinary skill 
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can construe the presence of multiple ID numbers and media, as 
opposed to one. 

Claims 3 and 7-17 are also rejected as they depend from 
claims 1 , 2, or 4-6. 

II. Claim 4 recites a settlement management device that 
receives a validation query from a settlement authentication device 
however this is recited using conditional language (e.g. "when"). 
Further, in the limitation that describes the actions of the settlement 
authentication device, absent is such a query. Claim 4 is silent 
regarding how the system is to perform if there is no query or if 
there is a matching ID, hence, one of ordinary skill is hindered from 
determining how to use Applicant's system and the scope of said 
system. Claim 1 1 is also rejected because it recites similar 
conditional language. 

Claim 14 is also rejected because it depends form claim 4. 

III. Claims 10, 12, 13, and 17 are dedicated to media. However, 
claim 1 from which claims 10, 12, 13, and 17 depend, is dedicated 
to a system. Specifically, the structure of claim 1 comprises a 
terminal device and an authentication device. Therefore, limitations 
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that further describe the media are outside the system. Further, it is 
not clear to one of ordinary skill how the "media" of claim 17 is 
utilized in the system of claim 1 . 

5. Claim 4 is rejected under 35 U.S.C. 112, second paragraph, as 

being incomplete for omitting essential structural cooperative relationships 
of elements, such omission amounting to a gap between the necessary 
structural connections. See MPEP § 2172.01. The omitted structural 
cooperative relationships are: Connecting the settlement authentication 
device to the terminal device in order to receive the request for service 
along with the ID. 



Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 

U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 



Application/Control Number: 09/857,043 
Art Unit: 3621 



Page 6 



7. Claims 1-7, 11, 12, 14, 16, and 17 are rejected under 35 U.S.C. 102(b) as 

being clearly anticipated by Stimson et al., U.S. Patent No. 5,51 1,114. 

As per claims 1-7, 11, 12, 14, 16, and 17 Stimson et al. teach a service 
utilization ID number settlement system comprising: 

• a settlement terminal that reads an ID number recorded on media at the time 
of settlement for prescribed media to cause the input of balance information 
equivalent to the amount of money paid in association with the ID number, 
and to transmit said ID number in association with said balance information 
(figures 1 and 3; column/line 3/64-4/51 ; column 5, lines 42-60) 

• a settlement authentication device that stores balance information in 
association with said transmitted ID number to determine if a service can be 
provided based on a balance and deducting a service amount if the service 
can be provided (figure 1 ; column 3, lines 52-63; column 5, lines 5-42) stores 
sub-ID numbers and determines whether a service can be provided based on 
a comparison between sub-ID and transmitted ID (column 5, lines 19-41) 

• reading an ID number from media and in response specifying a service and 
balance information equivalent to desired sen/ice (column 4, lines 17-30) 

• a settlement management device that receives ID and service information 
and transmits ID and service information to an authentication device (figure 1; 
column/line 4/52-5/4) , and validates and stores ID number in association with 
the balance information (column 6, lines 37-44) 
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• storing ID nunnber transmitted from a settlement management device in 
association with said balance information (figure 4; column 3, lines 53-63; 
column 5, lines 5-28) 

• a service selection device for receiving ID number, service specification and 
transmitting the number and service (figures 1 and 3; column 5, lines 5-28) 

• prohibiting provision of service if ID number is not validated or balance is 
insufficient (column 5, lines 5-60) 

• paper pre-paid media with a face value (column 1 , lines 10-58; column 5, 
lines 5-60) 

• transmitting user deposit information (column 5, lines 42-60) 

Claim Rejections - 35 USC § 103 



8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 8, 9 and 15 are rejected under 35 U.S.C. 103(a) as being 



unpatentable over Stimson et al., U.S. Patent No. 5,511,114. 
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As per claim 8, Stimson et al. teach a service utilization ID number 
settlement system that uses a card, ID number and account balance to 
determine whether a service can be provided (column 5, lines 5-60). To one of 
ordinary skill, it would have been obvious to combine the balances from multiple 
cards, associated with a user and/or user account, in order to produce sufficient 
funds for making a call {In re Harza, 274 F.2d 669, 671 , 124 USPQ 378, 380 
(CCPA1960)). 

As per claim 9, replacement card processing is old and well-known. 
As per claim 15, it is at least obvious to provide unique numbers for each 
card in order to correctly access card balance data (figure 4) 

10. Claims 10 and 13 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Stimson et al., U.S. Patent No. 5,51 1 ,1 14 in view of Cohen, 
U.S. Patent No 6,422,462. 

As per claims 10 and 13, Stimson et al. teach a service utilization ID 
number settlement system that uses a card where the card is paper and bears an 
ID number (column 2, lines 35-48). However, Stimson et al. do not specifically 
recite a plurality of cards each with different ID numbers. Cohen teaches issuing 
a user a plurality of paper cards with different IDs (column 4, Ijnes 1-18). 
Therefore, it would have been obvious to one of ordinary skill to combine the 
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teachings of Stimson et al. and Cohen in order to create cards that meet the 
specific needs of users ('462, abstract). 

Conclusion 

1 1 . The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: 

• Dorf teaches a multifunctional card 

• Bonicaizi et al. teaches a system for authentication papers such as credit 
cards 

• Fite et al. disclose pre-paid card system 

12. Any inquiry concerning this communication or earlier communications from 
the Examiner should be directed to Calvin Loyd Hewitt II whose telephone 
number is (703) 308-8057. The Examiner can normally be reached on Monday- 
Friday from 8:30 AM-5:00 PM. 

If attempts to reach the Examiner by telephone are unsuccessful, the 
Examiner's supervisor, James P. Trammell, can be reached at (703) 305-9768. 
Any response to this action should be mailed to: 
Commissioner of Patents and Trademarks 
do Technology Center 21 00 
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Washington, D.C. 20231 

or faxed to: 

(703) 305-7687 (for formal communications intended for entry and 
after-final communications), 

or: 

(703) 746-5532 (for informal or draft communications, please label 
"PROPOSED" or "DRAFT") 
Hand-delivered responses should be brought to Crystal Park 5, 
2451 Crystal Drive, 7th Floor Receptionist. 

Any inquiry of a general nature or relating to the status of this application 
should be directed to the Group receptionist whose telephone number is (703) 
308-1113. 

Calvin Loyd Hewitt II 
July 13. 2004 




